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earned patent term adjustment. See 37 CFR 1.704(b). 
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DETAILED ACTION 

1. Claims 1-37 have been examined. Application 09/751,801 (SYSTEM AND 
METHOD FOR TARGETED ADVERTISING) has a filing date 12/29/2000. 

Response to Amendment 

2. In response to Office Action dated 01/26/04, the Applicant amended claim 10. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or nnore claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 10 recites the limitation "a user of the communication". There is insufficient 

antecedent basis for this limitation in the claim. The word "device" needs to be inserted 

after "communication" to overcome the Section 112 rejection. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-5, 7, 8, 10-16, 18-22 and 24-37 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Dowling et al (U.S. 6,522,875). 
As per claim 1, Dowling teaches: 
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A method for broadcast advertising to a mobile communication device, 
comprising the steps of: 

storing acceptance data in the communication device (see column 9, line 40 - 
column 10, line 40); 

receiving by the communication device a broadcast advertisement containing 
advertisement data and comparing the advertisement data to the acceptance data to 
obtain a comparison result (see column 9, line 40 - column 10, line 40). 

As per claim 2, Dowling teaches: 

The method of claim 1, wherein the broadcast advertisement is received by the 
communication device through a wireless communication channel (see column 8, lines 
25-45). 

As per claim 3, Dowling teaches: 

The method of claim 2, wherein the broadcast advertisement is received by the 
communication device through one of: a radio transmission, a television transmission, a 
Bluetooth signal, and an infrared signal (see column 8, lines 25-35). 

As per claim 4, Dowling teaches: 

The method of claim 1, wherein the broadcast advertisement Is received by the 
communication device from one of a billboard and a storefront (see column 10, lines 10- 
40; column 12, lines 60-67). 

As per claim 5, Dowling teaches: 
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The method of claim 1, wherein the acceptance data comprises preferences for 
accepting broadcast advertisements specified by a user of the communication device 
(see column 9, line 40 - column 10, line 39). 

As per claim 7, Dowling teaches: 

The method of claim 1, further comprising the step of displaying the broadcast 
advertisement on the communication device based on the comparison result (see 
column 9, line 40 - column 10, line 40). 

As per claim 8, Dowling teaches: 

The method of claim 1, further comprising the step of storing the broadcast 
advertisement on the communication device based on the comparison result (see 
column 10, lines 10-40; column 12, lines 24-31). 

As per claim 10, Dowling teaches: 

The method of claim 1, further comprising the step of outputting a notification 
signal to a user of the communication if comparison of the advertisement data to the 
acceptance data is accepted (see column 1 1 , lines 25-54). 

As per claim 1 1 , Dowling teaches: 

The method of claim 1, further comprising the step of sending an indicator signal 
to a source of the broadcast advertisement, wherein the indicator signal notifies the 
source that the communication device is within a broadcast range of the broadcast 
advertisement (see column 1 1 , lines 25-40). 

As per claim 12, Dowling teaches: 
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The method of claim 1 , further comprising the step of communicating through the 
communication device with a wireless positioning system (see column 1 1 , lines 25-40). 
As per claim 13, Dowling teaches: 

The method of claim 12, wherein the wireless positioning system is GPS (see 
column 11, lines 25-40). 

Claim 14 contains the same limitations as claims 1 and 5 therefore the same 
rejection is applied. 

Claim 15 contains the same limitation as claim 11 therefore the same rejection is 
applied. 

Claim 16 contains the same limitation as claim 2 therefore the same rejection is 
applied. 

Claim 18 contains the same limitation as claim 7 therefore the same rejection is 
applied. 

Claim 19 contains the same limitation as claim 1 therefore the same rejection is 
applied. 

Claim 20 contains the same limitation as claim 2 therefore the same rejection is 
applied. 

Claim 21 contains the same limitation as claim 3 therefore the same rejection is 
applied. 

Claim 22 contains the same limitation as claim 5 therefore the same rejection is 
applied. 
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Claim 24 contains the same limitation as claims 1 and 7 therefore the same 
rejection is applied. 

Claim 25 contains the same limitation as claim 8 therefore the same rejection is 
applied. 

Claim 26 contains the same limitation as claim 12 therefore the same rejection is 
applied. 

Claim 27 contains the same limitation as claim 13 therefore the same rejection is 
applied. 

Claim 28 contains the same limitation as claim 1 therefore the same rejection is 
applied. 

Claim 29 contains the same limitation as claim 1 1 therefore the same rejection is 
applied. 

Claim 30 contains the same limitation as claim 2 therefore the same rejection is 
applied. 

Claim 31 contains the same limitation as claim 5 therefore the same rejection is 
applied. 

Claim 32 contains the same limitation as claim 2 therefore the same rejection is 
applied. 

Claim 33 contains the same limitation as claims 1, 5 and 7 therefore the same 
rejection is applied. 

Claim 34 contains the same limitation as claim 11 therefore the same rejection is 
applied. 
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Claim 35 contains tine same limitation as claim 2 therefore the same rejection is 
applied. 

Claim 36 contains the same limitation as claim 5 therefore the same rejection is 
applied. 

Claim 37 contains the same limitation as claim 12 therefore the same rejection is 
applied. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 6, 9, 17 and 23 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Dowling et al (U.S. 6,522,875) in view of Huang et al (U.S. 

6,571,245). 

As per claim 6, Dowling teaches the method of claim 1, but fails to teach further 
comprising the step of modifying the acceptance data by integrating entries from a 
personal information manager. Huang teaches a web page personal information 
manager which interface with personal digital assistance computers (see figure 10; 
column 13, lines 15-39). Therefore, it would have been obvious to a person ordinary 
skill in the art at the time the application was made, to know that users of the Dowling 
system would use a personal information manager to input data, as taught by Huang, 
which would interface with the personal digital assistance taught by Dowling (see 
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column 7, lines 23-26). The personal information manager would give users a more 
friendly display to input data and manage files. 

As per claim 9, Dowling teaches the method of claim 8, but fails to teach further 
comprising the steps of: reading deletion data in a stored advertisement, wherein the 
deletion data indicates criteria for deleting the stored advertisement; and deleting the 
stored advertisement from the communication device based on the deletion data. 
Huang teaches a web page personal information manager which interface with personal 
digital assistance computers and which allows to save and delete files in a similar 
manner as a desktop computer (see figure 10; column 8, lines 63-67; column 13, lines 
15-39). Therefore, it would have been obvious to a person ordinary skill in the art at the 
time the application was made, to know that users of the Dowling system would use a 
personal information manager to input data and delete files, as taught by Huang, which 
would interface with the personal digital assistance taught by Dowling (see column 7, 
lines 23-26). The personal information manager would give users a more friendly 
display to input data and manage files. 

Claim 17 contains the same limitation as claim 6 therefore the same rejection is 
applied. 

Claim 23 contains the same limitation as claim 6 therefore the same rejection is 
applied. 

Response to Arguments 

6. Applicant's arguments, filed 04/26/04, with respect to the rejection(s)of claim(s) 
1-37 under Treyz have been fully considered and are persuasive. Therefore, the 
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rejection has been withdrawn. However, upon further consideration, a new ground(s) of 
rejection is made in view of Dowling et a! (U.S. 6,522,875). 



7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

• Rautila teaches a system for connecting a mobile terminal to a database. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL LASTRA whose telephone number is 703-306- 
5933. The examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, ERIC W STAMBER can be reached on 703-305-8469. The fax phone 
number for the organization where this application or proceeding is assigned Is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



June 12, 2004 



Daniel Lastra 




